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DETAILED ACTION 

A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .1 7(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 
6/17/2009 has been entered. 

1 . Claims 5-6, and 8-12 are being considered on the merits. 

Note: The Declaration under 37 C.F.R. 1.132, by Mr. Hiroshi Horiuchi, has been 

reviewed and considered. 



Claim Rejections - 35 USC § 103 

1 . The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

2. Claims 5-6 and 8-13 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Castberg et al. (US 5,453,256; hereinafter R1) in view of Kamiya (EP 1 082 907; 
hereinafter R2). 
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3. R1 discloses a method of converting pasteurized milk into fermented milk in 
which the pasteurized milk is carbonated with carbon dioxide and inoculated with starter 
culture. (Abstract). 

4. R1 discloses that while the conventional yoghurt process employs 43C as the 
incubation temperature; an incubation temperature of 30C may be employed (Col. 3, 
lines 14-17). 

5. R1 discloses the advantage of the invention as shortening the fermentation time 
necessary and can thus lead to economics of the fermented milk and is particularly 
applicable to yoghurt production (Col. 4, lines 29-34). Therefore, the fermentation period 
is shorter than a fermentation period without using the inert gas as presently claimed. 

6. R1 teaches using 1 200 ppm of carbon dioxide which stimulates the starter 
culture and as a result the incubation time is reduced by 20% (Col. 5, lines 5-10). Given 
the effect of lowering the oxygen content of the medium on the starter culture in 
reducing the incubation time, the finding, by the applicant, that the "increase of the lactic 
acid activity could be promoted without using any additives such as fermentation 
promoting substances by using inert gas to reduce the dissolved oxygen concentration" 
(Page 5 of the instant application, lines 10-21) is known in the art. 

7. R1 gives an incubation temperature of 37C while using yoghurt starter cultures 
(Col. 8, Example IV) 

8. R1 is silent regarding the dissolved oxygen concentration and how it can be 
monitored by using an inert gas. 
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9. R2 teaches using nitrogen to reduce the dissolved oxygen in milk. R2 teaches 
that in milk; the dissolved oxygen is about 10 ppm and in order to reduce it to about 2 
ppm; one needs to add 40-50%, by volume, of nitrogen gas to the amount of milk (page 
4, p 0023). R2 discloses that reducing the dissolved oxygen in milk will reduce smell 
and improve taste and smoothness (Abstract and Fig. 4). 

10. Regarding claims 8-9, given that R1 in combination with R2 disclose method as 
presently claimed, it is clear that such method would intrinsically result in fermented milk 
with excellent smoothness and taste as presently claimed as well as hardness as 
presently claimed. 

1 1 . Regarding claims 1 0-12; the gel strength in the final product may be measured 
by different means. For instance a penetrometer may be employed to test the gel 
strength. However, depending on the desired gel characteristics of the final fermented 
milk product e.g. yogurt, one of ordinary skill in the art may optimize the process for 
such parameters as milk solid contents, starter culture concentration, incubation 
temperature and duration of fermentation as well as the concentration of such 
compounds as gelatin or starch added at the beginning to the milk base. The 
parameters such as penetration angle and hardness are absolutely unusual in the art 
and obviously could be replaced by other more meaningful parameters for the 
determination of gel strength. Given that R1 in combination with R2 disclose method as 
presently claimed, it is clear that such method would intrinsically result in fermented milk 
with penetration angle and hardness as presently claimed. 
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12. It would have been obvious to one of ordinary skill in the art, at the time the 
invention was made, to modify the teachings of R1 and adopt the teachings of R2 in 
using an inert gas to reduce the dissolved oxygen in the milk medium to accelerate the 
growth of the starter culture and hence reduce the incubation time as presently claimed. 
One would do so to benefit from processes which may be carried out on a continuous 
basis and having a shorter fermentation time, the overall economics of the process will 
be improved. Absent any evidence to contrary and based on the combined teachings of 
the cited references, there would be a reasonable expectation of success in making a 
fermented product using an inert gas. 

2. Claims 5-6, and 8-12 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Castberg et al. (US 5,453,256; hereinafter R1) in view of WO- 
0224870 (Examiner's Translation, hereinafter R3). 

13. R1 discloses a method of converting pasteurized milk into fermented milk in 
which the pasteurized milk is carbonated with carbon dioxide and inoculated with starter 
culture. (Abstract). 

14. R1 discloses that while the conventional yoghurt process employs 43C as the 
incubation temperature; an incubation temperature of 30C may be employed (Col. 3, 
lines 14-17). 

1 5. R1 discloses the advantage of the invention as shortening the fermentation time 
necessary and can thus lead to economics of the fermented milk and is particularly 
applicable to yoghurt production (Col. 4, lines 29-34). Therefore, the fermentation period 
is shorter than a fermentation period without using the inert gas as presently claimed. 
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16. R1 teaches using 1 200 ppm of carbon dioxide which stimulates the starter 
culture and as a result the incubation time is reduced by 20% (Col. 5, lines 5-10). Given 
the effect of lowering the oxygen content of the medium on the starter culture in 
reducing the incubation time, the finding, by the applicant, that the "increase of the lactic 
acid activity could be promoted without using any additives such as fermentation 
promoting substances by using inert gas to reduce the dissolved oxygen concentration" 
(Page 5 of the instant application, lines 10-21) is known in the art. 

1 7. R1 gives an incubation temperature of 37C while using yoghurt starter cultures 
(Col. 8, Example IV) 

18. R1 is silent regarding the dissolved oxygen concentration and how it can be 
monitored by using an inert gas. 

1 9. R3 discloses the process for the preparation of fermented milk. R3 discloses that 
one utilizes, advantageously, a gas which does not interfere in respiration or oxidation 
of microorganisms. This gas is chemically and biologically inert. The gas is preferably 
argon and particularly nitrogen or carbon dioxide. (Page 9, lines 25-30). 

20. Regarding claims 8-9, given that R1 in combination with R3 disclose method as 
presently claimed, it is clear that such method would intrinsically result in fermented milk 
with excellent smoothness and taste as presently claimed as well as hardness as 
presently claimed. 

21 . Regarding claims 1 0-1 2; the gel strength in the final product may be measured 
by different means. For instance a penetrometer may be employed to test the gel 
strength. However, depending on the desired gel characteristics of the final fermented 
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milk product e.g. yogurt, one of ordinary skill in the art may optimize the process for 
such parameters as milk solid contents, starter culture concentration, incubation 
temperature and duration of fermentation as well as the concentration of such 
compounds as gelatin or starch added at the beginning to the milk base. The 
parameters such as penetration angle and hardness are absolutely unusual in the art 
and obviously could be replaced by other more meaningful parameters for the 
determination of gel strength. Given that R1 in combination with R3 disclose method as 
presently claimed, it is clear that such method would intrinsically result in fermented milk 
with penetration angle and hardness as presently claimed. 
22. It would have been obvious to one of ordinary skill in the art, at the time the 
invention was made, to modify the teachings of R1 and adopt the teachings of R3 in 
using an inert gas to reduce the dissolved oxygen in the milk medium to accelerate the 
growth of the starter culture and hence reduce the incubation time as presently claimed. 
One would do so to benefit from processes which may be carried out on a continuous 
basis and having a shorter fermentation time, the overall economics of the process will 
be improved. Absent any evidence to contrary and based on the combined teachings of 
the cited references, there would be a reasonable expectation of success in making a 
fermented product using an inert gas. 

Response to Arguments 
Regarding The Declaration 
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1 . Mr. Hiroshi Horiuchi has executed a declaration in which yogurt fermented under 
the influence of an inert gas such as nitrogen is compared to a yogurt prepared while 
using carbon dioxide for replacement of oxygen in the medium. 
Mr. Horiuchi concludes that the smoothness of the yogurt prepared with nitrogen is 
more excellent that the smoothness of yogurt under the influence of carbon dioxide. 
Furthermore, the taste of the yogurt prepared under carbon dioxide is a tartish taste due 
to the generation of carbonic acid. 

a. It should be realized that the rejections are under Castberg et al. (US 5,453,256; 
hereinafter R1 ) in view of Kamiya (EP 1 082 907; hereinafter R2). However, Mr. 
Horiuchi is presenting his comparative example under R1 only. 
In response to applicant's arguments against the references individually, one cannot 
show nonobviousness by attacking references individually where the rejections are 
based on combinations of references. See In re Keller, 642 F.2d 413, 208 USPQ 871 
(CCPA 1981); In re Merck & Co., 800 F.2d 1091, 231 USPQ 375 (Fed. Cir. 1986). 
Please note that the yogurt may have a tartish taste when prepared according to R1 , 
however, when the carbon dioxide is replaced by nitrogen as disclosed by R2 or 
according to the new ground of rejection by R3, the yogurt will have the texture and 
taste as presently claimed. 

In other words the unexpected results, as presently declared, may hold true against R1 , 
but they will not be considered unexpected regarding R1 in view of R2 or R1 in view of 
R3. 
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Applicants state that one would not have been motivated to combine R1 with R2 and as 
a result applicants do not agree with the response previously presented, and reiterate 
arguments stated in the Amendment filed on March 23, 2009. 
The response to arguments, as presented in the Advisory action, are repeated to be 
responsive to the reiterated arguments. 

2. Applicants argue that one skilled in the art would not have been motivated to 
combine R1 with R2 because in R1 carbon dioxide is used to displace oxygen in 
pasteurized milk while in R2 the reduction of dissolved oxygen concentration is carried 
out on raw milk for the purpose of improving the flavor of raw milk and since the 
purpose and timing of using carbon dioxide in R1 and those of the reduction of 
dissolved oxygen concentration in R2 are different, there is no motivation, 
a. The primary reference (R1 ) is clearly disclosing the method of creating anaerobic 
conditions for the fermentation of milk together with the advantages of doing so. 
Advantages such as reducing the fermentation time and firmness of the gel are also 
being presently claimed. However, attributes such as for instance taste of the product 
caused by carbonation which is known to people of skill in the art triggers looking for an 
inert gas to displace oxygen in the fermentation medium. R2 clearly teaches that 
nitrogen can be used to displace oxygen in the medium. Displacement of oxygen in raw 
milk or pasteurized milk are not very different. There may be less dissolved oxygen in 
pasteurized milk due to the heat treatment which in fact will help the oxygen 
displacement by using a gas such as nitrogen. 
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It should also be realized that "obviousness under 103 is not negated because the 
motivation to arrive at the claimed invention as disclosed by the prior art does not agree 
with appellant's motivation", In re Dillon, 16 USPQ2d 1897 (Fed. Cir. 1990), In re 
Tomlinson, 150 USPQ 623 (CCPA 1966). If nitrogen is used for a different purpose in 
raw milk, it does not mean that it cannot be used for other purposes including the 
presently claimed use of nitrogen. 

3. Applicants argue that if carbon dioxide is added into the mix which contains 
milk, pH of the milk is lowered and protein materials contained in the milk curdle 
resulting in a fermented product of poor texture. 

a. In order for carbon dioxide to get dissolved in milk or any aqueous solution, the 
pressure on the system must be increased and the temperature should be lowered. If 
these conditions are not met, carbon dioxide will not exist in solution to the extent to 
affect the pH. On the other hand the high buffering capacity existing naturally in milk will 
prevent lowering of pH due to carbonation (gasification). Additionally, R1 in combination 
with R2 will produce the presently claimed results, and R1 should not be judged on its 
own in an obviousness rejection. 

In response to applicant's arguments against the references individually, one cannot 
show nonobviousness by attacking references individually where the rejections are 
based on combinations of references. See In re Keller, 642 F.2d 413, 208 USPQ 871 
(CCPA 1981); In re Merck & Co., 800 F.2d 1091, 231 USPQ 375 (Fed. Cir. 1986). 



Application/Control Number: 10/537,493 Page 1 1 

Art Unit: 1794 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to HAMID R. BADR whose telephone number is (571)270- 
3455. The examiner can normally be reached on M-F, 8:00-5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Keith Hendricks can be reached on (571) 272-1401. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Hamid R Badr 
Examiner 
Art Unit 1794 



/KEITH D. HENDRICKS/ 

Supervisory Patent Examiner, Art Unit 1794 



